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Claims 1-13 are pending in this application. 

Applicant is requested to provide clarification of new claim 13. Claim 13 recites 
applying 1-1000 g per 100 kg of seed. But claim 13 depends on claim 7, which recites 
applying 5-1000 g/ha (not to seed directly). Does claim 13 require applying both 
amounts, 1-1000 g per 100 kg of seed and 5-1000 g/ha? 

Claims 6 and 11-12 are objected to under 37 CFR 1.75(c), as being of improper 
dependent form for failing to further limit the subject matter of a previous claim. 
Applicant is required to cancel the claim(s), or amend the claim(s) to place the claim(s) 
in proper dependent form, or rewrite the claim(s) in independent form. 

Claim 1 is directed to a mixture. Claim 6 depends on claim 1 and reads on 
applying the mixture "separately, or in succession." However, a mixture means the 
component compounds are not in separate form , so the components cannot be applied 
separately or in succession. Claims 11-12 depend on claim 6 and do not cure this 
deficiency, so they are included in this objection. 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claim 10 provides for the use of the compounds I and II, but since the claim does 
not set forth any steps involved in the method/process, it is unclear what 



Application/Control Number: 10/591,342 Page 3 

Art Unit: 1616 

method/process applicant is intending to encompass. A claim is indefinite where it 
merely recites a use without any active, positive steps delimiting how this use is actually 
practiced. 

Claim 10 is rejected under 35 U.S.C. 101 because the claimed recitation of a 
use, without setting forth any steps involved in the process, results in an improper 
definition of a process, i.e., results in a claim which is not a proper process claim under 
35 U.S.C. 101 . See for example Ex parte Dunki, 153 USPQ 678 (Bd.App. 1967) and 
Clinical Products, Ltd. v. Brenner, 255 F. Supp. 131, 149 USPQ 475 (D.D.C. 1966). 

Claims 1-13 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

(1) Claim 1 recites R 4 = S(0) p R c , but the subscript p is not defined. Applicant is 
advised to avoid the use of phrases such as "one of the groups mentioned under [ ]" 
(emphasis added). All other claims are included herein because they all depend on 
claim 1, directly or indirectly. 

(2) Claim 2 recites two variables that do not appear in formula IIA: R 4 and R 5 . 

(3) Claim 3 depends on claim 1 or 2, but it recites only formula II. Note, claim 3 
has formula IIA, and does not make any specific reference that formula IIA is a 
subgenus of formula II. 
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The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-13 are rejected under 35 U.S.C. 103(a) as being unpatentable over the 
combined teachings of WO 98/46607 and WO 2003/02421 9 1 in view of the 
acknowledged prior art. 

WO 98/46607discloses the fungicidal activity of applicant's triazolopyrimidine of 
formula I. See page 3, lines 5-15; Example 2 on page 20. The compound is disclosed 
to have enhanced systemic activity and enhanced toxicity to fungi (page 7, lines 8-11). 
Various solid and liquid formulations are disclosed (pages 13-17). Combined use, 
including synergistic effect/use, with myriad other fungicides is disclosed (page 
17, line 7 to page 19, line 2; see in particular page 17, lines 12-13). Combining with 
other fungicides that have activity against diseases of cereals can have a broader 
spectrum of activity than when used alone (page 17, lines 14-20). Application to soil, 
seeds or directly onto plants is disclosed (page 19, lines 2-19). Protection of crops such 
as cereals, solanaceous crops, vegetables, legumes, apples, vines against phytotoxic 
fungi is disclosed (paragraph bridging pages 11-12). 0.5-95 wt% formulations are 

1 WO 2003/024219 is a published PCT application. The counterpart U.S. national phase application was 
published as US 2004/0241098. This U.S. publication can therefore serve as English translation of the 
published PCT application. Applicant is hereby informed that although the published WO 2003/024219 is 
being relied on for this ground of rejection, references will be made to the English translation. 
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disclosed (page 12, lines 14-15). 0.01-10 kg/ha application rate is disclosed (page 15, 
lines 10-12). 

WO 2003/024219 discloses the fungicidal activity of applicant's formula II and MA 
compounds and teaches combination of said formula compounds with additional 
fungicides to combat fungal diseases of crops such as cereals such as barley (see in 
US 2004/0241 098 2 , paragraphs 1, 8-10, 21, 23-86, 164). High activity against a broad 
spectrum of fungi and in particular against fungi responsible for diseases of cereals 
such as Ascomytes is disclosed (paragraph 21). Activity against the genus 
Pyrenospora (paragraph 152), and Pvrenospora teres of barley (paragraph 175) is 
further disclosed. Additional fungicides are structurally diverse and span all the 
compounds listed in The Pesticide Manual (paragraphs 48, 84-86). Concentration of 
the two actives can range from 0.00001-80% (paragraph 99). 1-1000 g/ha amount is 
disclosed for the combination of the two actives (paragraph 132). Application to various 
parts of plants, soil and seeds is disclosed (paragraphs 104, 108, 123, 174, 190). 

Applicant acknowledges in the specification that both formula I and formula ll/IIA 
compounds are known for their fungicidal properties, and both compound types have 
been combined with other active compounds (specification page 2, line 35 to page 3, 
line 6). 

Although the cited prior art does not expressly disclose the specific combination 
of formula I + formula ll/IIA fungicides, their combination as claimed by applicant would 
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have been fairly suggested. First, both formula I and formula II compounds are known 
fungicides, known to protect valuable crop plants from pathogenic fungi. Second, both 
formula I and formula ll/IIA fungicides are known to be useful together in combination 
with other fungicides, resulting in at least increased efficacy or spectrum. Third, one 
having ordinary skill in the art would have been motivated to combine two such 
fungicides in order to obtain the benefits of both fungicides. Fourth, both fungicides 
have similar formulation concentration ranges and comparable application rates, and 
one having ordinary skill in the art would have been motivated to adjust and optimize 
the concentration and application rates of the two component fungicides to arrive at the 
mixture concentration and mixture application rates, based on the individual 
concentration and application rates taught by the prior art. Since formula I can be 
formulated as a 0.5-95 wt% formulation and formula II can be formulated as a 0.00001- 
80% wt% formulation, their combination in the ratio claimed by applicant in the instant 
claims would have been obvious. 

Claims 8 and 12-13 are noted for their 1-1000 g/100 kg seed feature. Although 
the cited references do not specifically disclose such amount of the actives per 100 kg 
of seed, it must be noted that both compounds I and ll/IIA are specifically taught to be 
applied to seeds and their field application rates are known. Therefore, one having 
ordinary skill in the art would have been able to arrive at suitable seed application 



2 All subsequent references are to the English translation of the cited document, i.e. US 2004/0241098. 
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amounts via routine experimentation and optimization to practice the prior art teachings 
of seed treatments. 

Therefore, the claimed invention, as a whole, would have been prima facie 
obvious to one of ordinary skill in the art at the time the invention was made, because 
every element of the invention and the claimed invention as a whole have been fairly 
disclosed or suggested by the teachings of the cited references. 

In this regard, applicant's specification data has been reviewed for evidence of 
nonobviousness, but it must be noted that the data there falls woefully short of being 
commensurate in scope with that of the claimed subject matter. First, it would have 
been expected that II-6 would have activity against Pyrenophora teres, based on the 
teachings of WO 2003/024219, but applicant's test is very limiting in that only ineffective 
amounts were used to show 0% efficacy - in other words, applicant did not test II-6 at 
amounts for which it would have been expected to be fungicidal, and it cannot be 
predicted how such amounts would combine with compound I to show synergism or not 
show synergism. Second, only I + II-6 was tested out of thousands of structurally 
diverse mixtures that are readable on the claims, and even for that combination only 
with respect to barely against one fungus at extremely dilute concentration ranges. 
There is insufficient evidence to show that the data provided by applicant is sufficient to 
overcome the obviousness (established above) of untested mixture of thousands of 
other structurally diverse compounds and/or untested crops at untested ratios and 
concentrations. Since the claim scope is far broader than applicant's data, applicant 
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must provide additional evidence or arguments to establish why the limited data should 
be considered probative evidence of nonobviousness for the entire scope of the claimed 
subject matter. As nonobvious results cannot be predicted from compound to 
compound, in the absence of additional evidence to the contrary, applicant's evidence 
must be deemed insufficient. Evidence of nonobviousness, if any, must be 
commensurate in scope with that of the claimed subject matter. In re Kullinq . 14 
USPQ2d 1056, 1058 (Fed. Cir. 1990); In re Lindner . 173 USPQ 356, 358 (CCPA 1972). 
For these reasons, all claims must be rejected. 

Any inquiry concerning this communication or earlier communications from the 
Examiner should be directed to JOHN PAK whose telephone number is (571)272-0620. 
The Examiner can normally be reached on Monday to Friday from 8 AM to 4:30 PM. 

If attempts to reach the Examiner by telephone are unsuccessful, the Examiner's 
SPE, Johann Richter, can be reached on (571)272-0646. 

The fax phone number for the organization where this application or proceeding 
is assigned is (571)273-8300. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (571)272- 
1600. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
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published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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